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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 

WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, nriay a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- if NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )I3 Responsive to communication(s) filed on 03 July 2007 . 
2a)S This action is FINAL. 2b)n This action Is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) S Claim(s) 1-3.9 and 10 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) S Claim(s) 1-3.9 and 10 is/are rejected. 
?)□ Claim{s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement 

Application Papers 

9) n The specification is objected to by the Examiner. 

10)0 The drawing{s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the conrection is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C, § 119(a)-(d) or (f). 
aM All b)n Some * 0)0 None of: 

1.S Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) □ Notice of References Cited (PTO-892) • 4) □ Inten/iew Summary (PTO-413) 

2) □ Notice of Dratlsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) □ Information Disclosure Statement{s) (PTO/SB/08) 5) □ Notice of Infomial Patent Application 

Paper No(s)/Mail Date . 6) □ Other: . 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 08-06) 



Office Action Summary 



Part of Paper No./Mail Date 20070905 



Application/Control Number: 10/653,929 Page 2 

Art Unit: 3628 

DETAILED ACTION 
Status of the Claims 

1. Claims 1-17 were previously pending in this application. Claims 1, 3, and 9 were 
amended and claims 4-8 and 1 1-17 were cancelled in the reply filed July 3, 2007. 
Claims 1-3 and 9-10 are currently pending in this application. 

Response to Arguments 

2. Applicant's arguments filed July 3, 2007 have been fully considered but they are 
not persuasive. 

3. Applicant argues on page 6 of the remarks that the teachings of Yap are deficient 
because Yap "store[s] the recorded events and information together." As a threshold 
matter, Yap teaches the presence of multiple storage units but does not explicitly state 
that additional information and programs are necessarily stored together. Moreover, a 
claimed invention that differs from the prior art only in terms of its ability to separate is 
prima facie obvious in the absence of a new and unexpected result. See In re Dulberg, 
289 F.2d 522, 523, 129 USPQ 348, 349 (CCPA 1961) (invention that is met by the prior 
art but for its ability to separate held to be obvious where it is considered desirable for 
any reason to obtain separate access to the separable portion). Finally, applicant 
concedes that Agrtihotri stores additional program information separately from the 
actual program (page 6 of the remarks, second paragraph) and one cannot show 
nonobviousness by attacking references individually where the rejections are based on 
combinations of references. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 
1981); In re Merck & Co., 800 F.2d 1091 , 231 USPQ 375 (Fed. Cir. 1986). 

4. Applicant further argues on page 6 of the remarks that the teachings of Agnihotri 
are deficient because "Agnihotri discloses recording entire transcripts of programs" 
rather than title and summary information. This argument is unpersuasive because Yap 
teaches title and summary information at least at H 0131 and one cannot show 
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nonobviousness by attacking references individually where the rejections are based on 
combinations of references. Moreover, Agnihotri explicitly teaches storing at least title 
information in 110061. 

Claim Rejections - 35 (JSC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identicaliy disciosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims. 1-3 and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Yap, et al., U.S. Pat. Pub. No. 2001/0033736 (Reference A of the PTO-892 part of 
paper no. 20070322) in view of Agnihotri, et al., U.S. Pat. Pub. No. 2002/0081090 
(Reference B of the PTO-892 part of paper no. 20070322). 

7. As per claim 1 , Yap, et al. teaches a method of preventing a duplicate recording 
of a broadcasting program, comprising: extracting additional information from a digital 
broadcasting program (If 0131) and recording the additional information in an additional 
storage unit (H 0133), the additional information including title and summary infomiation 
(II 0131); before entering a recording mode, reading the additional information • 
corresponding to a to-be-recorded broadcasting program from the additional information 
storing unit (H 0131); searching a recording unit and determining whether the recording 
unit stores title information corresponding to the to-be-recorded broadcasting program 
(H 0133); If the title information corresponding to the to-be-recorded broadcasting 
program is detected from the recording unit, comparing summary information included 
in the read additional information with that stored in the recording unit in connection with 
the detected title information (H 0134); and entering the recording mode to enable 



Application/Control Number: 10/653,929 
Art Unit: 3628 



Page 4 



recording of tlie to-be-recorded broadcasting program on ttie recording unit (1|0139). 
Yap, et al. does not explicitly state that the additional information is recorded separately; 
which is taught by Agnihotri, et al. (H 0053). It would have been prima facie obvious at 
the time of invention to separate the additional information because a claimed invention 
that differs from the prior art only In terms of its ability to separate is prima facie obvious 
if it merely yields a predictable result. Dulberg, 289 F.2d at 523. Yap, et al. does not 
teach calculating a correspondence ratio; comparing the calculated correspondence 
ratio with a predetermined reference value, and if the con-espondence ratio is less than 
the predetermined reference value, entering the recording mode to enable recording of 
the to-be-recorded broadcasting program on the recording unit. Agnihotri, et al. teaches 
calculating a correspondence ratio (H 0058); comparing the calculated correspondence 
ratio with a predetermined reference value (H 0060), and if the correspondence ratio is 
less than the predetermined reference value, recording of the program on the recording 
unit (U 0063). It would have been prima facie obvious to one having ordinary skill in the 
art at the time of invention to incorporate the above teachings of Agnihotri, et al. into the 
method taught by Yap, et al. in order to match already-recorded programs (as taught by 
Agnihotri, et al., H 0057). Agnihotri, et al. teaches that the comparison occurs after 
recording has already begun rather than the comparison occurs before recording; 
however Yap, et al. teaches the comparison occurring before recording begins ffl 0133). 

8. As per claim 2, Yap, et al. in view of Agnihotri, et al. teaches the method of claim 
1 as described above. Yap, et al. further teaches the title information includes sub-title 
information (110131). 

9. As per claim 3, Yap, et al. in view of Agnihotri, et al. teaches the method of claim 
1 as described above. Yap, et al. further teaches producing a message informing that 
there is a broadcasting program already recorded in the recording unit, which 
broadcasting program may be identical to the to-be-recorded broadcasting program (H 
0133). Agnihotri, et al. further teaches determining whether or not to take action if the 
correspondence ratio is greater than the predetermined reference value (H 0060). It 
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would have been prima facie obvious to one having ordinary skill in the art at the time of 
invention to incorporate the above teachings of Agnihotri, et al. into the method taught 
by Yap, et al. in view of Agnihotri, et al. because using a correspondence ratio is one 
way to determine if a program has already been recorded (as taught by Agnihotri, et al., 

0055-58). 

10. As per claim 9, Yap, et al. teaches a method of preventing duplicate recording of 
a broadcasting program, comprising: extracting additional information from a digital 
broadcasting program (1j 0131) and recording the additional information in an additional 
storage unit (U 0133), the additional infomiation including title and summary information 

0131); before executing a recording command, reading the additional infonmation 
corresponding to a to-be-recorded broadcasting program from the additional information 
storing unit (If 0131); searching a recording unit and determining whether the recording 
unit stores title information corresponding to the to-be-recorded broadcasting program 
(11 0133); and if the title information corresponding to the to-be-recorded broadcasting 
program is detected from the recording unit, halting the recording (H 0135). Yap, et al. 
does not explicitly state that the additional information is recorded separately; which is 
taught by Agnihotri, et al. (If 0053). It would have been prima facie obvious at the time 
of invention to separate the additional information because a claimed invention that 
differs from the prior art only in terms of its ability to separate is prima facie obvious if it 
merely yields a predictable result. Dulberg, 28? F.2d at 523. Yap, et al. does not 
explicitly teach that the halting of the recording is done by ignoring the recording 
command; which is taught by Agnihotri, et al. (If 0062). It would have been prima facie 
obvious to one having ordinary skill in the art at the time of invention to incorporate the 
above teachings of Agnihotri, et al. into the method taught by Yap, et al. in order to 
prevent re-recording of the same program (as taught by Agnihotri, et al., If 0017). 
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11. Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over Yap, et 
al. in view of Agnihotri, et al. as applied to claim 9 above, in further view of Kanemitsu. 
U.S. Pat. No. 6,854,127 (Reference C of the PTO-892 part of paper no. 20070322). 

12. As per claim 10, Yap, et al. in view of Agnihotri, et al. teaches the method of 
claim 9 as described above. Yap, et al. in view of Agnihotri, et al. does not teach the 
title information includes information on a sequence number of the to-be-recorded 
broadcasting program; which is taught by Kanemitsu (column 5, lines 54-61). It would 
have been prima facie obvious to one having ordinary skill in the art at the time of 
invention to incorporate the above teachings of Kanemitsu into the method taught by 
Yap, et al. in view of Agnihotri, et al. because sequence information is used to identify 
specific content (as taught by Kanemitsu, column 2, lines 50-53). 

Conclusion 

1 3. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Daniel P. Vetter whose telephone number is (571) 270- 
1366. The examiner can normally be reached on Monday through Thursday from 8am 
to 6pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Hayes can be reached on (571) 272-6708. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Infonmation regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status Information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




